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DETAILED ACTION 
Claim Objections 

1 . Claims are objected to because of the following informalities: 
Claim 1 , line 2, "a printed page" should be - the printed page 

Claim 15, lines 5 and 7, "multifunction printer" should be - the multifunction 
printer --; 

Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, 8, 10-14, 16-18 and 20-22 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Ericson U.S. Patent Application Pub. No. 2002/0054778 in 

view of Garland et al. U.S. Patent No. 5,544,045 (hereinafter Garland). 

2. With respect to claim 1 , Ericson teaches a method of editing a printed page, 
comprising: 

scanning the printed page, the printed page including text and at least one 
handwritten edit symbol (paragraphs 68-69 & fig. 5a); 
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obtaining a first electronic printable file, which corresponds to the text, and at 
least one electronic edit symbol, which corresponds to the at least one handwritten edit 
symbol (paragraphs 68-71 & fig. 5a); and 

electronically modifying, via the multifunction printer, the first electronic printable 
file with at least one electronic edit instruction, which corresponds to the at least one 
electronic edit symbol, to create a second electronic printable file that includes the text 
modified according to the at least one handwritten edit symbol (paragraphs 72-76). 

Ericson, however, does not explicitly teach that each steps are performed by/via 
a multifunction printer. 

Garland, the same field of endeavor of the document editing art, teaches the 
method reading/editing/printing document via a multifunction printer (abstract & col. 2, 
lines 1-55). 

At the time of invention, it would have been obvious to one of ordinary skill in the 
art to implement the document editing method of Ericson into the multifunction printer of 
Garland. 

The suggestion/motivation for doing so would have been to provide the capability 
of editing document using the handwritten editing symbol via a single multifunction 
device. 

Therefore, it would have been obvious to combine Ericson with Garland to obtain 
the invention as specified in claim 1 . 

3. With respect to claim 2, the combination teaches the method of claim 1 wherein 
electrically modifying the first electronic printable file comprises: 
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using a computer in communication witli, and cooperation with, the multifunction 
printer to electronically modify the first electronic printable file (paragraph 74 of Ericson 
&fig. 2 of Garland). 

4. With respect to claim 3, the combination teaches the method of claim 2 and 
further comprising: 

performing, via at least one of the multifunction printer and the computer, at least 
one of printing the second electronic printable file at least one of the multifunction printer 
(col. 2, lines 38<43 of Garland) and a second printer (paragraph 79 of Ericson), digitally 
sending the second electronic printable file to a recipient (paragraph 79 of Ericson), 
storing the second electronic printable file in a memory (paragraphs 79-81 of Ericson), 
and sending the second electronic printable file to a memory location external of the 
computer and the multifunction printer (paragraphs 79-81 of Ericson). Note that it would 
have been obvious to one of ordinary skill in the art to distribute and print the edited 
document at any available printer after reviewing the document. 

5. With respect to claim 4, the combination teaches the method of claim 2 wherein 
obtaining the first electronic printable file, comprises: 

obtaining a digital image file of the printed page by scanning the printed page 
with a scanner of the multifunction printer and optically recognizing the digital image file, 
via at least one of the multifunction printer and the computer, for conversion to the first 
electronic printable file (col. 1 , lines 56-67 of Garland & paragraphs 72, 73 & 80 of 
Ericson). 
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6. With respect to claim 5, the combination teaches the method of claim 4 wherein 
electronically modifying the first electronic printable file comprises at least one of 
modifying a page description file and modifying a text editable file (col. 2, lines 1-43 of 
Garland & paragraph 73 of Ericson). 

7. With respect to claim 8, the combination teaches the method of claim 2 wherein 
obtaining the electronic edit symbol via the multifunction printer comprises: 

optically recognizing the handwritten edit symbol as the electronic edit symbol 
from a first array of electronic edit symbols stored in a memory of the multifunction 
printer (fig. 1 of Garland & paragraphs 73, 74 & 76 of Ericson); and 

wherein electronically modifying the first electronic printable file comprises: 

retrieving the at least one electronic edit instruction from a second edit symbol 
array stored in the computer (paragraphs 80-81 of Ericson); and 

applying, at the computer, the at least one electronic edit instruction to the first 
electronic printable file (paragraphs 80-81 of Ericson). 

8. With respect to claim 10, the combination teaches the method of claim 1 wherein 
obtaining the electronic edit symbol via the multifunction printer comprises: 

optically recognizing the at least one handwritten edit symbol as the electronic 
edit symbol from an array of electronic edit symbols stored in a memory of the 
multifunction printer (paragraphs 73-74 of Ericson); and 

wherein electronically modifying the first electronic printable file via the 
multifunction printer comprises: 
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retrieving tlie at least one electronic edit instruction from the edit symbol array 
and applying, at the multifunction printer, the at least one electronic edit instruction to 
the first electronic printable file (col. 2, lines 1-43 of Garland & paragraphs 73-74 of 
Ericson). 

9. With respect to claim 1 1 , the arguments are analogous to those presented for 
claim 1, are applicable. 

10. With respect to claim 12, the combination teaches the method comprising: 
performing at least one of printing the revised electronic document (paragraphs 

80-81 of Ericson & col. 2, lines 30-43 of Garland), digitally sending the revised 
electronic document to a recipient, storing the revised electronic document in a memory 
of the multifunction printer, and sending the revised electronic document to a memory 
location external of the multifunction printer. 

1 1 . With respect to claim 13, Ericson discloses a device comprising: 

a memory (a memory storing the scanned text either permanently or temporarily 
in paragraph 68-72); 

a scanner configured for obtaining an electronic image file of at least one printed 
page that includes a text and at least one handwritten symbol and for storing the 
electronic image file in the memory (fig. 5b); 

an optical recognition function configured to perform an optical character 
recognition on the electronic image file to recognize the at least one handwritten edit 
symbol as an electronic edit symbol (fig. 5c), and configured to obtain an first electronic 
printable file corresponding to the text of the at least one printed page (paragraph 73); 
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an edit manager stored in tiie memory and configured, in communication with tlie 
optical recognition function, to apply an electronic edit instruction corresponding to the 
electronic edit symbol to the first electronic printable file to create a second electronic 
printable file that includes the text modified according to the at least one handwritten 
edit symbol (paragraph 73). 

Ericson, however, does not explicitly teach that each steps are performed by/via . 
a multifunction printer. 

Garland, the same field of endeavor of the document editing art, teaches the 
method reading/editing/printing document via a multifunction printer (abstract & col. 2, 
lines 1-55). 

At the time of invention, it would have been obvious to one of ordinary skill in the 
art to implement the document editing method of Ericson into the multifunction printer of 
Garland. 

The suggestion/motivation for doing so would have been to provide the capability 
of editing document using the handwritten editing symbol via a single multifunction 
device. 

Therefore, it would have been obvious to combine Ericson with Garland to obtain 
the invention as specified in claim 1 3. 

12. With respect to claim 14, the combination discloses the multifunction printer of 
claim 13 wherein the optical character recognition function is further configured to 
optically recognizing at least one of: 



Application/Control Number: 10/718.179 Page 8 

Art Unit: 2625 

the text of the at least one printed page from the electronic image file as the first 
electronic printable file (paragraph 73 of Ericson); and 

an electronic identifier of the at least one printed page from the electronic image 
file for use as a memory pointer that points to an external memory location and 
retrieving the first electronic printable file from that external memory location; and 

an electronic identifier of the at least one printed page from the electronic image 
file for use as a memory storage that stores the first electronic printable file and 
retrieving the first electronic printable file from that memory storage. 

13. With respect to claim 16, the combination discloses the multifunction printer of 
claim 13 wherein the edit manager comprises: 

an edit symbol array including: 

a plurality of electronic edit symbols with each electronic edit symbol 
uniquely corresponding to a handwritten edit symbol (figs. 5a & 5c of Ericson); 
and 

a plurality of electronic edit instructions with each electronic edit symbol 
corresponding uniquely to one of the electronic edit instructions (figs. 5a & 5c of 
Ericson). 

14. With respect to claim 17, the combination teaches the multifunction printer of 
claim 16 wherein the edit manager comprises: 

an edit rules library configured to support application of the electronic editing 
instructions of the edit symbol array and including at least one of a grammar function, a 
dictionary function, and a format function (paragraph 76 of Ericson). Note that the 
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conventional proof reading includes a dictionary function and a grammar function. 
Therefore, it would have been obvious to one of ordinary skill in the art to include such 
function symbols in the combined system of Ericson and Garland. 

15. With respect to claim 18, the combination discloses the multifunction printer of 
claim 13 wherein the optical character recognition function is stored in at least one of 
the memory of the multifunction printer, a controller of the multifunction printer, and an 
application specific integrated circuit (paragraphs 73 & 74). 

16, With respect to claim 20, Ericson discloses a device comprising: 

means for obtaining an electronic printable file corresponding to at least one 
printed page that includes a text and at least one handwritten edit symbol (fig. 5a); 

means for applying an electronic edit instruction, corresponding to the at least 
one handwritten edit symbol, to modify the electronic printable file (paragraph 73); and 

means for communicating the modified electronic printable file as at least one of 
a modified printed page, a digitally sent file, and a file configured for storage at least one 
of the device (paragraph 73) and a location external of the multifunction printer 
(paragraphs 80-81). 

Ericson, however, does not explicitly teach that each steps are performed by/via 
a multifunction printer. 

Garland, the same field of endeavor of the document editing art, teaches the 
method reading/editing/printing document via a multifunction printer (abstract & col. 2, 
lines 1-55). 
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At the time of invention, it would have been obvious to one of ordinary skill in the 
art to implement the document editing method of Ericson into the multifunction printer of 
Garland. 

The suggestion/motivation for doing so would have been to provide the capability 
of editing document using the handwritten editing symbol via a single multifunction 
device. 

Therefore, it would have been obvious to combine Ericson with Garland to obtain 
the invention as specified in claim 20. 

17. With respect to claim 21 , the combination discloses the multifunction printer of 
claim 20 and further comprising: 

means external of the multifunction printer for storing and for activating the 
means for applying the electronic edit instruction (paragraphs 80-81 of Ericson). 

18. With respect to claim 22, the combination discloses the multifunction printer of 
claim 21 wherein the means external of the multifunction printer comprise a computer in 
communication with the multifunction printer (paragraphs 80-81 of Ericson). 

Claims 6, 7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over the combination of Ericson and Garland as applied to claims 1 and 2 above, and 
further in view of Yano et al. U.S. Patent No. 6,910,184 (hereinafter Yano). 

1 9. With respect to claim 6, the combination teaches the method of claim 2 
(particularly, refer to paragraph 82 of Ericson), but it does not explicitly teach the 
method of optically recognizing, via the multifunction printer, an electronic identifier of 
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the printed page as an electronic memory pointer and, based on tlie electronic memory 
pointer, retrieving the first electronic printable file from a memory available at a uniform 
resource locator address. 

Yano, the same field of endeavor of optically recognizing printed information via 
multifunction printer art, teaches the method of optically recognizing, via the 
multifunction printer, an electronic identifier of the printed page as an electronic memory 
pointer and, based on the electronic memory pointer, retrieving the first electronic 
printable file from a memory available at a uniform resource locator address (col. 7, 
lines 38-64 & col. 8, lines 21-60). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the method of retrieving a desired document via a network into the 
combined editing/printing system of Ericson and Garland. 

The suggestion/motivation for doing so would have been to retrieve the network 
documents for editing and printing using the method taught by Ericson and Garland. 

Therefore, it would have been obvious to combine three references to obtain 
then invention as specified in claim 6. 

20. With respect to claim 7, arguments analogous to those presented for claim 6, are 
applicable. Refer to col. 7, lines 38-64 of Yano for retrieving document using the 
electronic identifier. 

21 . With respect to claim 9, arguments analogous to those presented for claim 6, are 
applicable. However, Yano does not explicitly teach whether the retrieval of the file is 
done wirelessly. Examiner take an Official Notice that the wireless communication in 
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the network printer is well known in the printing art. Therefore, it would have been 
obvious to one of ordinary skill in the art to implement the wireless communication 
function in the combined system of three references. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Ericson and Garland as applied to claim 13 above, and further in view of 
Yano. 

22. With respect to claim 19, arguments analogous to those presented for claim 9, 
are applicable. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over the 
combination of Ericson and Garland as applied to claim 13 above, and further in view of 
Kanematu U.S. Patent No. 7,130,066 (hereinafter Kanematu). 

23. With respect to claim 1 5, the combination discloses the multifunction printer of 
claim 13, but it does not explicitly disclose a user interface comprising: an electronic 
mail function, a print function, a save function, and a send function. 

Kanematu, the same field of endeavor of the multifunction printer art, discloses a 
multifunction printer comprising a user interface comprising: 

an electronic mail function configured to permit specifying an electronic mail 
address to which an electronic printable file will be digitally sent by the multifunction 
printer (figs. 25 & 53); 
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a print function configured to permit specifying tliat the electronic printable file be 
printed by the multifunction printer (figs. 14-^1 8); 

a save function configured to permit specifying that the electronic printable file be 
saved in the memory of the multifunction printer (figs. 23 (button 363) & 63); and 

a send function configured to permit sending the electronic printable file in a 
memory location external of the multifunction printer (fig. 23). 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to implement the user interface of Kanematu into the combined system of 
Ericson and Garland. 

The suggestion/motivation for doing so would have been to provide a plurality of 
options for managing the second electronic printable file over the network. 

Therefore, it would have been obvious to combine three references to obtain the 
invention as specified in claim 15. 
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